REMARKS 

In the Office Action mailed May 4, 2004, Claims 2, 5-1 1 and 21 are rejected 
under 35 U.S.C. §1 02(e), as being anticipated by U.S. Pat. No. 6,187,892 issued to 
Markusch et al. Claims 12-14, 19-22 and 25-32 are rejected under 35 U.S.C. §1 03(a) 
as being unpatentable over U.S. Pat. No. 6,187,892 issued to Markusch et al. 
Claims 3, 4, 23 and 24 are rejected under 35 U.S.C. §1 02(e), as being anticipated by, 
or in the alternative, under 35 U.S.C. §1 03(a) as being unpatentable over U.S. Pat. 
No. 6,187,892 issued to Markusch et al. as applied to Claims 2 and 19. 

Rejections under 35 U.S.C. 5102(e) 

Claims 2, 5-1 1 and 21 stand rejected under 35 U.S.C. §1 02(e), as being 
anticipated by U.S. Pat. No. 6,187,892 issued to Markusch et al. Applicants 
respectfully disagree with the Examiner's contention regarding Markusch et al. 

Applicants respectfully remind the Examiner that as stated in MPEP §2131, to 
anticipate a claim, a reference must teach every element of that claim. "A claim is 
anticipated only if each and every element as set forth in the claim is found, either 
expressly or inherently described, in a single prior art reference." Verdegaal Bros. V. 
Union Oil Co. of California, 814 F.2d 628, 631, 2 U.S.P.Q.2d 1051, 1053 (Fed. Cir. 
1987). "The identical invention must be shown in as complete detail as is contained 
in the ...claim." Richardson v. Suzuki Motor Co., 868 F.2d 1226, 1236, 9 U.S.P.Q.2d 
1913, 1920 (Fed. Cir. 1989). Applicants respectfully contend that the Examiner has 
failed to point to where Markusch et al. teach impregnating a geotextile or any textile 
with their polyurethane composition. According to Websters Ninth New Collegiate 
Dictionary, page 606 (copy attached), impregnate means to cause to be filled, 
imbued, permeated, or saturated. Markusch et al. state at col. 2, lines 13-16, that in 
their invention, 

The viscosity of the reacting adhesives is sufficiently high so that the 
compositions do not soak into porous substrates and thus remain 
on the surface of the substrate where they maintain their effectiveness 
as adhesive layers. (Emphasis added) 

Thus, the disclosure of Markusch et al. does not describe the instantly claimed 
invention. 
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Therefore, Applicants respectfully request the Examiner reconsider and 
reverse her rejection of Claims 2, 5-1 1 and 21 under 35 U.S.C. §1 02(e), as being 
anticipated by U.S. Pat. No. 6,187,892 issued to Markusch etal. 

Rejections under 35 U.S.C. 5103(a) 

Claims 12-14, 19-22 and 25-32 stand rejected under 35 U.S.C. §103(a) as 
being unpatentable over U.S. Pat. No. 6,187,892 issued to Markusch et al. 
Applicants respectfully disagree with the Examiner's contention regarding 
Markusch et al. 

Applicants respectfully remind the Examiner of the Federal Circuit's 

admonition given in In re Rouffet, 149 F.3d 1350, 1357, 47 U.S.P.Q.2d 1453, 1458-9 

(Fed. Cir. 1998) that, 

To prevent the use of hindsight based on the invention to defeat 
4 patentability of the invention, this court requires the examiner to show a 
motivation to combine the references that create the case of 
obviousness. In other words, the examiner must show reasons that the 
skilled artisan, confronted with the same problems as the inventor and 
with no knowledge of the claimed invention, would select the elements 
from the cited prior art references for combination in the manner 
claimed. 

Applicants respectfully contend that the Examiner has failed to do so in the instant 
Office Action. 

As stated in MPEP §2143.01, obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed 
invention where there is some teaching, suggestion or motivation to do so found 
either in the references themselves of in the knowledge generally available to one of 
ordinary skill in the art, citing In re Fine, 837 F.2d 1071, 5 U.SP.Q.2d 1596 (Fed. Cir. 
1988) and In re Jones, 958 F.2d 347, 21 U.S.P.Q.2d 1941 (Fed. Cir. 1992). 

Clearly there is no such teaching, suggestion or motivation shown in the 
reference in this case to modify a polyurethane composition that will not soak into a 
porous surface into one which will impregnate a geotextile. If the Examiner is relying 
on knowledge generally available to one of ordinary skill in the art, MPEP §2144.03 
states that if applicants traverse such an assertion, the Examiner should cite a 
reference in support of her position. Applicants do traverse the Examiner's assertion 
in the case and hereby request such a reference. If the Examiner is relying* on facts 
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within her personal knowledge, applicants respectfully request and are calling for, 
pursuant to MPEP §2144.03 and 37 C.F.R. §1.104, the Examiner to support such 
facts by an Affidavit. 

If the Examiner continues to maintain her rejection, applicants respectfully 
request she point with particularity to those portions of Markusch et al. which indicate 
modifying their polyurethane composition which will not soak into a porous surface 
into one which will impregnate a geotextile. Applicants have found no such teaching 
in Markusch et al. It is well established that a reference which does not recognize a 
problem can not suggest a solution. In re Shaffer, 108 USPQ 326 (CCPA 1956). 

Therefore, applicants contend that nothing in the teaching of Markusch et al. 
would lead one of ordinary skill in the art to the instantly claimed invention and 
respectfully request the Examiner reconsider and reverse her rejection of 
Claims 12-14, 19-22 and 25-32 under 35 U.S.C. §103(a) as being unpatentable over 
U.S. Pat. No. 6,187,892 issued to Markusch et al. 

Rejections under 35 U.S,C. SS102(e)/1 03(a) 

Claims 3, 4, 23 and 24 stand rejected under 35 U.S.C. §1 02(e), as being 
anticipated by, or in the alternative, under 35 U.S.C. §1 03(a) as being unpatentable 
over U.S. Pat. No. 6,187,892 issued to Markusch et al. as applied to Claims 2 and 19 
above. Applicants respectfully disagree with the Examiner's contention regarding 
Markusch et al. 

As stated above in reply to the rejections under 35 U.S.C. §1 02(e) and under 
35 U.S.C. §1 03(a), Markusch et al. neither teaches nor suggests a polyurethane 
composition capable of impregnating a geotextile. 

Therefore, Applicants respectfully request the Examiner reconsider and 
reverse her rejection of Claims 3, 4, 23 and 24 under 35 U.S.C. §102(e), as being 
anticipated by, or in the alternative under 35 U.S.C. §1 03(a) as being unpatentable 
over U.S. Pat. No. 6,187,892 issued to Markusch et al. 

Conclusion 

Applicants have amended Claims 2, 19, 21 and 32. Such amendment is to be 
construed as "truly cosmetic" and is not believed to narrow the scope of the claims or 
raise an estoppel within the meaning of Festo Corporation v. Shoketsu Kinzoku 
Kogyo Kabushiki Co., Ltd., et al., 535 U.S. 722 (2002). Applicants also contend that 
such claim amendments add no new matter and find support in the specification. 
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Applicants submit that the instant application is in condition for allowance. 
Accordingly, reconsideration and a Notice of Allowance are respectfully requested 
for Claims 2-14 and 19-32. If the Examiner is of the opinion that the instant 
application is in condition for other than allowance, she is invited to contact the 
Applicants' Attorney at the telephone number listed below, so that additional 
changes to the claims may be discussed. 



Bayer MaterialScience LP 
100 Bayer Road 

Pittsburgh, Pennsylvania 15205-9741 
PHONE: (412)777-3024 
FACSIMILE PHONE NUMBER: 

412-777-3902 

s/rmc/jem/01 52 



Respectfully submitted, 




Jonn E. Mrozinski, Jr. 
Attorney for Applicants 
Reg. No. 46,179 
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